


so as to arrive at the same result from the same common
sources of information ....”

It can be seen that the language of this case provides a much
broader scope of protection for factual compilations but that it
cannot be readily reconciled with the principle that copyright
does not protect facts or information. Nevertheless, Kelly v.
Morris has been followed in a line of cases in the United
Kingdom and the general principles enunciated in that case
were in fact confirmed in Waterlow Publishers Limited v. Rose
(1989) 17 IPR 493. In Waterlow, the Court found that the
Defendant infringed the Plaintiff’s “Solicitor’s Directory and
Diary” where he made use of the Plaintiff’s work to send slips
to the solicitors whose names appeared in the directory,
notwithstanding that in publishing the information he had
rearranged and reordered it. Relying on Kelly v. Morris, the
Court held that the fact that a second work did not reproduce
the arrangement and layout of the information did not mean
that there could not be an infringement of the compilation as
a whole.

The Kelly v. Morris line of cases was also adopted and followed
by a number of United States Federal Courts where the
recognition and protection of the copyright owner’s labour
became known as the “sweat of the brow” doctrine. This
doctrine, however, was recently rejected in its entirety by the
United States Supreme Court in the landmark decision in Feist
Publications Inc v. Rural Telephone Service Company Inc
(1991) 111 SCt 1282, 113 LEd 2D 358. The work for which
copyright was claimed in that case was the listings in the white
pages of a telephone directory. The Court made it clear that
the expenditure of time and effort and resources in gathering
information does not in itself make a work original in a copyright
sense. The Court stated that the Plaintiff’s compilation was a
“garden variety white pages directory” and that its alphabetical
arrangement was not only “commonplace” but “practically
inevitable.” The Court therefore concluded that the factual
information in the white pages listings had not been selected,
co-ordinated or arranged in such a way as to qualify as an
original work.

Because the Court found that there was no copyright at all in
the white page listings, there was no question as to whether the
Defendant’s use of those listings was an infringement.
Nevertheless the judgment of the Court contained numerous
comments regarding the scope of copyright protection. Justice
O’Connor, writing for the Court stated:

“Notwithstanding a valid copyright, a subsequent compiler
remains free to use the facts contained in another’s
publication to aid in preparing a competing work, so long
as the competing work does not feature the same selection
and arrangement.” (At page 1289).

And later she states that the use of the fruit of the compiler’s
labour by others without compensation is not “some unforeseen
by-product” but is in fact “the essence of copyright”. (At page
1290).

The language of Feist is firm and forthright. However, recent
cases demonstrate that US courts are still struggling with issues
relating to the scope of protection for factual compilations. For

example, Mason v. Montgomery Data Inc 967 F2d 135 (5th
Cir 1992) is a post-Feist case dealing with copyright in land
ownership maps produced by the plaintiff based on US
geological survey maps. The plaintiff’s maps were in turn used
by the defendants to produce part of its geographical information
system which contained title and other information. The trial
court held that the plaintiff’s maps were not subject to copyright
protection on the basis that they expressed “the only pictorial
presentation which could result from a correct interpretation of
the legal description and other factual information relied upon
by the plaintiff in producing maps.”

The appeal court in Mason took a different view, concluding
on the basis of expert evidence from cartographers that the idea
embodied in the plaintiff’s maps could be expressed in a variety
of ways and that “the process by which Mason, using his own
skill and judgment, pictorially portrayed his understanding of
the reality in Montgomery County by drawing lines and symbols
in particular relation to each other” easily exceeded the slight
level required for copyright protection to exist. The appeal
court, therefore held that copyright subsisted in the plaintiff’s
map. However, it did not decide the critical “sweat” question
as to whether the defendant’s use of the maps constituted a
breach of the plaintiff’s copyright, but instead remanded the
case back to the trial court for consideration of that issue.

This brief sampling of cases highlights some of the difficult
issues facing courts and suggests that there are now some
significant differences in the approaches taken by US and UK
courts to the scope of protection afforded to factual
compilations. It remains to be seen whether Australian courts
will be attracted to Feist.

CURRENT DEVELOPMENTS

In Australia, the question of the protection of databases under
the Copyright Act is under review by the Copyright Law Review
Committee as part of its reference on computer software
protection. In its 1993 draft report, the Committee started from
the premise that electronically stored databases are not
fundamentally different from non-electronic databases and
should not be regarded as necessarily raising a whole new set
of copyright issues.

The draft report nevertheless contains a number of tentative
recommendations on which the Committee invited further
comment. The Committee, for example, has recommended that
no amendment be made to the definition of literary work either
to specifically include computer databases or to define
compilations. Its tentative conclusion was that the existing
definition and coverage was adequate. The Committee,
however, recommended that the Act should be amended to
remove any doubts as to the position of screen displays in order
to make it clear that screen displays are neither a reproduction
in a material form of works stored in computer memory nor a
public performance of such a work.

Although the Committee considered submissions which argued
that there was a need to create a “use right” to regulate the
storage and retrieval of works into and from computer memory,
it was not persuaded that such a right was justified in respect
of databases in which copyright exists. It considered that the
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reproduction right adequately protects the copyright owner’s
interest in this regard and therefore recommended no change.

The draft report does, however, raise the issue of the protection
of non-original databases, noting that there maybe
circumstances in which considerable resources are expended to
create a comprehensive database which does not qualify for
copyright protection because the selection and arrangement of
its contents are not sufficiently original. The Committee also
specifically noted that if the Feist case were to be followed by
Australian courts, it would be even more difficult to argue that
publicly available facts stored in computer memory had
sufficient originality to attract copyright. In this regard, the
draft report refers to moves to create a new “unfair extraction”
right but makes no recommendation on this issue, expressly
inviting submissions for the Committee’s consideration in the
preparation of its final report. That final report is due to be
released this month (February 1995) and is expected to contain
recommendations on this point.

Definite movement towards an unfair extraction right has
occurred in the European Community. On 29 January 1992
the EC Commission released a draft Directive to harmonise
database protection throughout the EC. The definition of
database in Article 1 of the Directive includes the electronic
materials necessary for the operation of the database but
excludes any computer programme used in the making or
operation of the database. The draft Directive essentially creates
a new right of “unfair extraction” which allows the maker of a
database to prevent the unauthorised extraction or use of the
contents of the database for commercial purposes. This right
is intended to apply only to electronic databases and extends
for ten years from the date when the database is first made
available to the public.

There has also been vigorous debate in the United States about
the need for some additional protection for databases in the
wake of the Feist case. It is beyond the scope of this paper to
canvass the details of that debate. Suffice it to say there is as
one might expect a diverse range of views across the entire
spectrum. There are, for example, those who suggest that in
seeking to promote wide and cheap access to factual
information, the US Supreme Court went too far. They say
that Feist left databases extremely vulnerable to unbridled “free
riding” by those who will take the fruits of the database owner’s
considerable investment and that the court failed to pay any
regard to the role copyright protection plays in providing
incentives to compile information and to create new databases
(Ginsburg 1992). On the other side, are those who believe that
Feist in fact marked a return to sound copyright principles and
that the reduction of copyright protection is desirable because
it lessens the possibility of putting monopoly power over
information into select hands (Litman 1992). The US Register
of Copyrights also entered the debate at a 1992 Conference on
Libraries and Information Science when he indicated that it
maybe appropriate to consider a new right of unfair extraction
in light of the EC developments and the Feist case which, he
said, “left open the possibility of a major ’free rider’ problem
arising in the failure to protect investments in uncopyrightable
databases.” (Oman quoted in Westermeier 1994).

CONCLUSION

Copyright traces its early origins as far back as the 16th century
when it took the form of a printer’s monopoly. It eventually
crystallised in the Statute of Anne 1709 as a statutory right to
copy printed works. Since then much has been asked of
copyright. It has absorbed such developments as sound and
film recordings, television and satellite broadcasts and most
recently computer programmes. But the pressure on copyright
law to embrace the latest technological developments is
persistent and intense because copyright has the advantage of
being a right which has international recognition.

There is no doubt that electronic databases have a claim to be
a part of the copyright framework. At the moment that
framework appears to offer some, albeit uncertain, protection.
But what is needed is a forthright debate as to whether we are
on the right road in relying on copyright for the protection of
electronic databases. This question involves ventilating the
economic and policy issues which underlie the protection of
databases. If for example there is little or no protection, there
maybe insufficient incentive to encourage the development of
databases. If too much protection is given, the public interest
in the wide dissemination of information which is necessary to
encourage learning and which provides the building blocks for
new works is thwarted. In copyright law, this balance between
rewarding authors and safeguarding the public interest in the
free flow of information is achieved in part by the
idea/expresston principle, but the difficulty in applying that
principle in the context of electronic databases may prove to
be one of the signposts which tells us that its time to put the
indicator on and try a different route

APPENDIX

Nature of copyright in original works

31. (1) [Exclusive rights] For the purposes of this Act,
unless the contrary intention appears, copyright, in
relation to a work, is the exclusive right -

(a) in the case of a literary, dramatic or musical work,
to do all or any of the following acts:

(i) to reproduce the work in a material form;

(i) to publish the work;

(iil) to p;rform the work;

(iv) to broadcast the work;

(v) to cause the work to be transmitted to
subscribers to a diffusion service;

(vi) to make an adaptation of the work;

(vii) to do, in relation to a work that is an
adaptation of the first-mentioned work, any
of the acts specified in relation to the first-
mentioned work in sub-paragraphs (i) to (v),
inclusive; and

(b) in the case of an artistic work, to do all or any of
the following acts:

(1) to reproduce the work in a material form;

(i1) to publish the work;

(iii) to include the work in a television broadcast;
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(iv) to cause a television programme that
includes the work to be transmitted to
subscribers to a diffusion service.
(2) [Sub-paragraph (1)(a)(i) unaffected by sub-para
(a)(a)(vi)] The generality of sub-paragraph
(1)(a)(i) is not affected by sub-paragraph (1)(a)(vi).
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6. State Land Information Capture Programme 1994/95 Free
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INSTRUCTIONS TO AUTHORS

Articles should be sent to The Research Officer, WALIS, DOLA Building, Midland Square, Midland WA
6056. Articles accepted for publication may be edited.

Articles should be provided in hard copy (manuscript) and floppy disc. Two copies of the manuscript
should be provided on A4 paper double spaced. The floppy disc may be either 5.25" or 3.5" DOS
format, as a Microsoft Word 6 or Word Perfect 5.2 document, or an ASCII text file.

Paper Length Papers, including tables and figures, should not exceed 6,000 words
(approximately 7 journal pages).

Title Page The title page should include the authors’ names, affiliations and addresses;
a short title; and a one sentence subtitle to amplify the title or provide pertinent
details or conclusions. Authors’ degrees titles or positions will not be included
in the journal.

Abstract All articles in excess of 3,000 words are to include an abstract of 150 words
or less. The abstract should be informative, complete and understandable
without reference to the text.

Figures and Tables Figure and Table captions must be listed on a separate sheet. Line drawings
including lettering should be provided as a Word Perfect figure; Microstation
design file (with the font library); or hard copy finished quality for reproduction.
Only continuous tone photographic prints are acceptable.

Metric System The metric system (S units) should be used except where the Imperial System
uniquely characterises the quantity e.g. 6 inch focal length.

References A complete and accurate reference list is important. Only works cited in the
text should be included in the list. Cite reference to published literature in the
text by author and date e.g. Smith (1990) or (Smith 1990). Personal
Communications or unpublished data are to be included in the reference list.
References are to be arranged alphabetically by the authors’ last name. Multiple
entries by the same author are to be arranged chronologically. Two or more
publications by the same author in the same year are to be distinguished by
a, b, ¢ after the year. The reference should include the author(s) name, date
of publication, title of article, name of periodical, volume number, issue number
and inclusive page numbers.
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